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- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) (x| Responsive to communication(s) filed on Feb 1 1, 2002 



2a) □ This action is FINAL. 2b) K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) lxl Claim(s) 1-27 is/are pending in the application. 

4a) Of the above, claim(s) 15-25 is/are withdrawn from consideration. 

5) □ Claim(s) ■ is/are allowed. 

6) 53 Claim(s) 1-14, 26, and 27 is/are rejected. 

7) □ Claim(s) is/are objected to. 

8) □ Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are a) □ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 !)□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some* c)D None of : 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment! s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PT0-413) Paper No(s). 

2) Q Notice of Dreftsperson's Patent Drawing Review (PT0-948) 5) O Notice of Informal Patent Application (PTO-1 52) 

3) |)() Information Disclosure Statementls) (PTO-1 449) Paper No(s). 4,5,6 Q) ^) other: Detailed Action 
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DETAILED ACTION 



Election/Restriction 



Restriction to one of the following inventions is required under 35 U.S.C. 121: 



Claims 1-14, and 26-27, drawn to biomolecules and metals detectable by 



electromagnetic radiation, classified in class 250, subclass 462.1. 
n. Claims 15-25, drawn to method of detection of biomolecules by electromagnetic 
radiation, classified in class 422, subclass 82.01. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions of Groups I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP § 
806.05(h)). In the instant case, method of detection of biomolecules of Group II can be practiced 
by the composition of Group I or can be practiced by solution phase hybridization or 
immunoassays or mass spectrometry. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 
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4. During a telephone conversation with Jacqueline Haley on January 28, 2003 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-14 and 26-27. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
15-25 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-14, 26, and 27 are rejected under 35 U.S.C. 102 (b) as being anticipated by 
Schalkhammer et al. (U.S. Patent 5,866,433) (February 2, 1999). 

Schalkhammer et al. teaches a composition of matter comprising: a biomolecule in 
combination with a metal particle, wherein the metal particle and the biomolecule are positioned 
at a distance apart sufficient to adjust intrinsic emission of electromagnetic radiation from the 
biomolecule in response to an amount of exciting electromagnetic radiation (Abstract, Figures 1-4 
and Column 1, lines 7-25, and Column 3, line 4 to Column 5, line 4 and Claims 3-18). 



Claim Rejections - 35 USC §102 
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Schalkhammer et al. teaches a composition, wherein the biomolecule comprises an 
oligonucleotide, nucleotide or nucleoside, purine or pyrimidine, and a nucleic acid (Column 3, 
lines 63-67 and claim 16). 

Schalkhammer et al. teaches a composition, wherein the biomolecule comprises a protein 
and an amino acid (Column 3, lines 63-67 and claim 16). 

Schalkhammer et al. teaches a composition, wherein the biomolecule comprises a lipid 
(Column 3, lines 63-67 and claim 16). 

Schalkhammer et al. teaches a composition, wherein the biomolecule comprises a sugar 
moiety (Column 5, lines 1-4). 

Schalkhammer et al. teaches a composition , wherein the distance of the metal particle 
from the biomolecule is less than 10 nm (Column 4, lines 46-52 and Figures 1-4) which is equal to 
less than 100 Angstrom but falls in the range of about 50 Angstrom and therefore meets the 
requirement of the claim 10. 

Schalkhammer et al. teaches a composition, wherein the metal particle comprises a noble 
metal selected from silver and gold (Column 3, lines 33-45 and Claim 14). 

Schalkhammer et al. teaches a composition, wherein the metal particle is sub-wavelength 
in size (Column 3, lines 55-62 and Claim 15). 

Schalkhammer et al teaches a composition, wherein the biomolecule is linked to the metal 
particle (Column 4, lines 32-45 and Claim 3). 
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Schalkhammer et al teaches a microarray system comprising: 

a solid support, wherein the solid support is coated with metal particles (Figures 1- 

4); and 

a matrix having an array of biomolecules attached to the support such that when a 
labeled probe hybridizes to the biomolecules, the fluorescence of the labeled probe increases in 
response to an amount of exciting radiation (Figures 1-4 and Claims 1-2). 

Schalkhammer et al. teaches a composition of matter comprising: a biomolecule in 
combination with a metal surface, wherein the metal surface and the biomolecule are positioned at 
a distance apart sufficient to adjust intrinsic emission of electromagnetic radiation from the 
biomolecule in response to an amount of exciting electromagnetic radiation (Abstract, Figures 1-4 
and Column 1, lines 7-25, and Column 3, line 4 to Column 5, line 4 and Claims 3-18). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arun Chakrabarti, Ph.D., whose telephone number is (703) 
306-5818. The examiner can normally be reached on 7:00 AM-4:30 PM from Monday to 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion, can be reached on (703) 308-1119. The fax phone number for this 
Group is (703) 305-7401. Analyst of this Group Chantae Dessau can be reached at (703)605- 
1237. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is (703) 308- 
0196. 



EM IM ^(BA l/n A V* & Mh>i ^~ 



ArunChakrabarti, ift— 
Patent Examiner, 
March 24, 2003 



